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DETAILED ACTION 

This Action is in regards to the Reply received on 10/16/2007. 

Response to Amendment/Arguments 

1. In the claims, 1-4, 6-7, 9-17, 20-42, 44, 46-48, and 51-52 remain pending in the 
application. No claim has been amended. Claims 5, 8, 18-19, 43, 45, and 49-50 were 
previously cancelled. Claims 1-4, 6-7, 9-17, 20-42, 44, 46-48, and 51 represent a 
method and apparatus for a "RICH MEDIA FILE FORMAT." 

Applicant's arguments with respect to claims 1-4, 6-7, 9-17, 20-42, 44, 46-48, 
and 51 have been carefully considered, but are not deemed fully persuasive. However 
a statement explaining the reason for allowance of claim 52 is stated below. Applicant's 
arguments with respect to the rejection of claims 1-4, 6-7, 9-17, 20-42, 44, 46-48, and 
51 are deemed moot in view of the existing ground of rejection as explained here below. 
Applicants have made no amendments to the independent claims as to perhaps place 
them in condition for allowance. 

Applicant's Request for Reconsideration filed on 10/16/2007 has been carefully 
considered but is not deemed fully persuasive. With respect to claims 1-4, 6-7, 9-17, 
20-42, 44, 46-48, and 51, the Examiner thinks that it is prudent to address Applicants' 
main points of contention to avoid the likelihood of future presentation of the same 
arguments. 

I) A telephonic interview was held on Wednesday, September 26, 2007 at 1 :00 p.m. 
Eastern Time. Participating in the interview were Examiner Jude Jean-Gilles and 



Application/Control Number: Page 3 

09/772,541 

Art Unit: 2143 

Applicant's representatives Ariel Rogson and David Crowther. The participants 
discussed whether a motivation to combine the cited references existed based on 
Applicant's position that the proposed modification would render the prior art invention 
being modified unsatisfactory for its intended purpose. No agreement was reached on 
this matter. Further, the participants discussed the prior art rejection of the claims, in 
particular, claim 52. The Examiner indicated that the Applicant's arguments "seemed 
valid" with respect to claim 52. However, no formal agreement was reached. 

I) as to point I, the Examiner agrees with the applicants' accurate representation of the 
discussion that took place during the meeting dated September 26, 2007. 

ii) Combining Martin with Leonard is improper for at least the reasons of (A) a lack of 
motivation or a reason to combine, (B) a teaching away by the prior art of combining 
elements of the references, and (C) an improper use of hindsight bias. 

II) as to point II, the Examiner disagrees with applicants' mischaracterization of the facts 
as to the reason and motivation to combine Martin and Leonard. Leonard teaches 
necessary control over the message within an electronic email system. The message 
can then be viewed through a viewer applet arranged to facilitate manipulation of the 
message file based on certain criteria such as time, date, or event and some other 
processing limitations (see Leonard, abstract, column 9, column 18, and 19). Martin in 
the other hand teaches a self-contained executable viewer application that maybe 
executed to view the visual representation of image file. The User then has the option 
of adding annotations, comments to the viewer and image data (see Martin, column 9- 



Application/Control Number: Page 4 

09/772,541 

Art Unit: 2143 

10, column 6-7). For an average skill in the art, it would have been obvious to combine 
Leonard and martin as specified in the rejection of the claim below, to obtain the 
suggested benefits (see Leonard, column 14, lines 50-55; Martin, column 2, lines 58- 
62). 

As to the point suggesting a teaching away by the prior art of combining elements of 
the references, the Examiner totally disagrees. The purpose of Leonard encrypting the 
file is only to avoid file viewing from untended recipients. It is well known in the art that 
encrypting a file does not necessarily mean that the file is not open to mechanism that 
can render the file flexible, yet viewable by intended recipients. Leonard is clear 
stating in column 3, lines 59-65 that" his third method of transferred file control involves 
encryption of the files so that they can only be processed by software designed to 
implement the desired controls. The software that decrypts the files can be 
programmed to destroy the files at a desired date or upon the occurrence of a 
particular event, no matter how often the files have been copied or re-transmitted..." 
This offers no ambiguity as to how flexible the teachings of Leonard can be with regard 
to incorporating the applet viewer within he application encrypted data file. 
As to the point where Applicants contend that Examiner employs hindsight bias, the 
Examiner respectfully argues that Applicants have simply mischaracterize the facts of 
the previous Office action. The answers to boths points A, and B above have clarified 
the issue at hand. Using the knowledge "within the level of ordinary skill in the art at the 
time the claimed invention was made" is properly employ in an obviousness case 
analysis as shown in the rejection of claim 1 below. 
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Examiner notes applicants have failed in presenting claims and drawings that 
delineate the contours of this invention as compared to the cited prior art. Applicant has 
failed to clearly point out patentable novelty in view of the state of the art disclosed by 
the references cited that would overcome the 103(a) rejections applied against the 
claims, the rejection is therefore sustained. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

3. Claims 1-4, 6-7, 9-17, 20-42, 44, 46-48, and 51 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Leonard et al. (Leonard), Patent No. 6,721,784 B1, in view 
of Martin et al (Martin), U.S. Patent No: 6,272,484 B1. 

Regarding claim 1, Leonard teaches the invention substantially as claimed. Leonard 
discloses a rich media file stored in a machine-readable medium (fig. 6, item 2), 
comprising: 

information to be displayed on a computer system , the information including text 
and at least one image (column 18, lines 51-67; column 19, lines 1-15), wherein the 
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information is compressed using a compression to reduce the size of the rich media file 
(fig. 7); 

a viewer desired to display the information on the computer system, including a 
decompression engine to decompress the compressed rich media file, the information 
and the viewer contained in a single file (see Leonard; column 9, lines 23-30; column 
14, lines 40-67); and checking means for checking if there is a later version of the rich 
media file (see Leonard; column 13, lines 32-55; column 12, lines 51-67). However, 
applicant's contends that Leonard does not specifically disclose all the details of a 
viewer designed to display information including text and at least an image, the 
information and the viewer contained in a single file, and that specifically, the media file 
contains compression and decompression engine for size changes. 

In the same field of endeavor, Martin discloses "... a copy 619 of data of the 
stored image file 601 may be combined with viewer code 621 to form a self-contained 
executable viewer application 623. Self-contained executable viewer application 623 
may be executed to view the visual representation of image file 601.. The user has the 
option of adding annotations 617 to stored image file 601 to help memorialize any 
thoughts or comments the user may have. The user also has the option of creating a 
self-contained executable viewing application 623 including a copy of data of the 
stored image file 619 and executable viewer code 621. The user has the option of 
archiving or providing another user with a copy of stored image file 601 or the self- 
contained executable viewing program 623... [see Martin; column 9, lines 62-67; 



Application/Control Number: Page 7 

09/772,541 

Art Unit: 2143 

column 10, lines 1-33; fig. 6; and abstract; also, see col. 6, lines 55-67, column 7, lines 
1-11]. 

Accordingly, it would have been obvious to one of ordinary skill in the networking 
art at the time the invention was made to have incorporated Martin's teachings of a 
technique including a message and a viewer contained in a single file, with the 
teachings of Leonard, for the purpose of "allowing control of viewing and handling of 
the electronic field message and allowing the user to view the message using the 
applet viewer," as stated by Leonard in lines 51-55 of column 14. Martin provides 
motivation to combine as well by stating in column 2, lines 58-62 that "...this method 
enable a first user to provide a second user with a web page image as originally 
viewed by the first user..". By this rationale claim 1 is rejected. 
Regarding claim 2, The combination Leonard-Martin discloses a rich media file 
according to claim 1, further comprising limit means for limiting viewing of the rich media 
file (see Leonard; column 14, lines 40-67; column 15; lines 1-61). 
Regarding claim 3, The combination Leonard-Martin discloses a rich media file 
according to claim 2, wherein the limit means is selected from a setting defining a 
predetermined number of viewings of the information, a setting defining a 
predetermined number of days, a predetermined expiration date, and a password 
controlling access to the rich media file (see Leonard; column 16, lines 12-26; column 
17, lines 32-56). 

Regarding claim 4, The combination Leonard-Martin discloses a rich media file 
according to claim 2, wherein limit means is designed to expire the rich media tile, and 
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rich media file is designed so that it cannot be viewed after the rich media file has 
expired (see Leonard; column 16, lines 12-26; column 17, lines 32-56). 



Regarding claim 6, The combination Leonard-Martin discloses a rich media file 
according to claim 1, further comprising a query asking a user if the user would like to 
retrieve a later version of the rich media file (see Leonard; column 13, lines 32-55; 
column 12, lines 51-67). 

Regarding claim 7, The combination Leonard-Martin discloses a rich media file 
according to claim 1 , further comprising retrieval means for retrieving a later version of 
the rich media file (see Leonard; column 13, lines 32-55; column 12, lines 51-67). 

Regarding claim 9, The combination Leonard-Martin discloses a rich media file 
according to claim 1 , the rich media file further comprising a unique file identification in 
addition to a file name (see Leonard; column 10, lines 56-67). 
Regarding claim 10, The combination Leonard-Martin discloses a rich media file 
according to claim 1 , wherein the information is formatted into a plurality of pages (see 
Leonard; column 16, lines 27-54). 

Regarding claim 11, the combination of Leonard- Martin discloses a rich media file 
according to claim 10, wherein the information includes a link from a first page of the 
information to a second page of the information [see Martin, column 1, lines 29-56]. 
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Regarding claim 12, The combination Leonard-Martin discloses a rich media file 
according to claim 1, wherein the viewer includes only a capability desired by a builder 
of the rich media file (see Leonard; column 14, lines 41-67). 
Regarding claim 13, the combination of Leonard- Martin discloses a rich media file 
stored in a machine-readable medium, comprising: 

information to be displayed on a computer system, the information compressed using 
a compression technique [see Martin; column 6, lines 55-67; column 7, lines 1-33]; 
a viewer designed to display the information on the computer system [see Leonard; 
column 9, lines 23-30; column 14, lines 40-67]; 

limit means for limiting viewing of the rich media file, the limit means drawn from a 
setting defining a predetermined number of viewings of the information, a setting 
defining a predetermined number of days, a predetermined expiration date, and a 
password controlling access to the rich media file [see Leonard; column 16, lines 12-26; 
column 17, lines 32-56]; 

checking means for checking if there is a later version of the rich media file [see 
Leonard; column 13, lines 32-55; column 12, lines 51-67]; 
a query asking a user if the user would like to retrieve the later version of the rich 
media file [see Leonard; ]; 

retrieval means for retrieving the later version of the rich media file; and 

a unique file identification for the lich media file in addition to a file name [see Leonard; 

column 13, lines 32-55; column 12, lines 51-67]. 
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Regarding claim 14, the combination of Leonard- Martin discloses a method for 

retrieving a lich media file, the method comprising: 

selecting a link on a network [see Martin, column 1, lines 29-56]; 

downloading the rich media tile over the network based on a unique file identification 

other than the link and other than a tile name [see Leonard; column 10, lines 56-67]; 

and 

saving the rich media file on a computer system [see Leonard; column 18, lines 51-67], 
opening the rich media file using a viewer built into the rich media file [see Leonard; 
column 13, lines 32-55; column 12, lines 51-67]; 

checking means for checking if there is a later version of the rich media file (see 
Leonard; column 13, lines 32-55; column 12, lines 51-67). 

Regarding claim 15, the combination of Leonard- Martin discloses a method according 
to claim 14, wherein selecting a link includes transmitting the unique file identification 
over the network [see Leonard; column 10, lines 56-67]. 

Regarding claim 16, the combination of Leonard- Martin discloses a method according 
to claim 14, wherein downloading the rich media file over the network from a remote 
server includes downloading the rich media file over the network from a remote server 
different from a second server that includes the link [see Martin; fig. 3, items 309, and 
311]. 

Regarding claim 17, the combination of Leonard- Martin discloses a method according 
to claim 14, wherein downloading the rich media file includes downloading an earlier 
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version of the rich media file [see Martin; column 9, lines 62-67; column 10, lines 1-33; 
fig. 6; and abstract]. 

Regarding claim 20, the combination of Leonard- Martin discloses a method according 
to claim 14, wherein asking a user if the user would like to retrieve the later version of 
the rich media file includes[see Leonard; column 13, lines 32-55; column 12, lines 51- 
67]; 

if the user requests the later version of the rich media file [see Leonard; column 13, 
lines 32-55; column 12, lines 51-67]; 
downloading the later version rich media file; and 

opening the later version of the rich media file using a viewer built into the later version 
of the rich media file[see Leonard; column 13, lines 32-55; column 12, lines 51-67]. 
Regarding claim 21, the combination of Leonard- Martin discloses a method according 
to claim 14, wherein opening the rich media file includes: 

checking to see if the lich media file has expired [see Leonard; column 16, lines 12-26; 
column 17, lines 32-56]; and 

if the rich media file has expired, asking the user if a later version of the rich media 
file or chained file is desired [see Leonard; column 16, lines 12-26; column 17, lines 32- 
56]. 

Regarding claim 22, the combination of Leonard-Martin discloses a method according 
to claim 21, wherein checking to see if the rich media file has expired includes refusing 
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to open the lich media file if the rich media file has expired [see Leonard; column 16, 
lines 12-26; column 17, lines 32-56]. 

Regarding claim 23, the combination of Leonard-Martin discloses a method according 
to claim 18, wherein opening the rich media file includes: 

prompting for a password; and refusing to open the rich media file if the password is not 
provided [see Leonard; column 16, lines 12-43]. 

Regarding claim 24, the combination of Leonard-Martin discloses a method according 
to claim 14, the method further comprising deleting the rich media file, thereby leaving 
no footprint on the computer system [see Leonard, column 18, lines 34-65; fig. 15]. 
Regarding claim 25, the combination of Leonard-Martin discloses a computer-readable 
medium containing a program to retrieve a rich media file, the program being 
executable on computer system to implement the method of claim 14 [see Leonard; 
column 13, lines 32-55; column 12, lines 51-67]; 

Regarding claim 26, the combination of Leonard-Martin discloses a method for building 
a unitary lich media file, the method comprising: 

assembling information for the unitary rich media file [see Leonard; column 17, lines 18- 
56]; 

formatting the information [see Leonard; column 17, lines 18-56]; 

coupling the information with a viewer [see Leonard; column 9, lines 23-30; column 

14, lines 40-67]; and 

converting the information and the viewer to the unitary rich media file [see Leonard; 
column 9, lines 23-30; column 14, lines 40-67], so that the unitary rich media file is 



Application/Control Number: Page 13 -- - 

09/772,541 
Art Unit: 2143 

removed, neither the information nor the viewer remains on a user's system [see Martin, 
column 7, lines 16-30]. 

Regarding claim 27, the combination of Leonard-Martin discloses a method according 
to claim 26, wherein formatting the information includes placing the information on a 
plurality of pages [see Leonard; column 16, lines 27-54]. 

Regarding claim 28, the combination of Leonard-Martin discloses a method according 
to claim 27, wherein formatting the information further includes placing a link on a first 
page of the information to a second page of the information [see Martin; column 9, lines 
62-67; column 10, lines 1-33; fig. 6; and abstract]. 

Regarding claim 29, the combination of Leonard-Martin discloses a method according 
to claim 26, wherein formatting the information includes selecting viewing options to 
include with the rich media file [see Leonard; column14, lines 41-67]. 
Regarding claim 30, the combination of Leonard-Martin discloses a method according 
to claim 26, wherein formatting the information includes assigning expiration parameters 
to the rich media file [see Leonard; column 16, lines 12-26; column 17, lines 32-56]. 
Regarding claim 31, the combination of Leonard-Martin discloses a method according 
to claim 26, wherein formatting the information includes placing the information into a 
platform-independent intermediary state [see Martin, summary]. 
Regarding claim 32, the combination of Leonard-Martin discloses a method according 
to claim 26, wherein coupling the information with a viewer includes coupling the 
information with the viewer for a particular computer platform [see Martin, summary]. 
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Regarding claim 33, the combination of Leonard-Martin discloses a method according 

to claim 26, wherein converting the information includes formatting the information from 

an intermediate file format to a format for display in the rich media file, the format for 

display designed to work with the viewer on a particular platform [see Martin, summary]. 

Regarding claim 34, the combination of Leonard-Martin discloses a method according 

to claim 26, wherein converting the information includes compressing an image in the 

information [see Leonard; column 9, lines 23-30; column 14, lines 40-67]; 

Regarding claim 35, the combination of Leonard-Martin discloses a method according 

to claim 26, wherein converting the information includes converting the information to 

the rich media file at a server not owned by a client building the rich media file [see 

Martin; column 9, lines 62-67; column 10, lines 1-33; fig. 6; and abstract]. 

Regarding claim 36, the combination of Leonard-Martin discloses a method according 

to claim 26, the method further comprising: 

storing the rich media file on a server [see martin, fig 3]; and 

placing a link to the rich media file on a web page over a computer network [see 

Leonard; column 6, lines 43-60]. 

Regarding claim 37, the combination of Leonard-Martin discloses a method according 
to claim 36, wherein storing the rich media file includes assigning the rich media file a 
unique file identification in addition to a file name [see Leonard; column 10, lines 56-67]. 
Regarding claim 38, the combination of Leonard-Martin discloses a method according 
to claim 37, wherein placing a link includes using the unique file identification in the link 
[see Martin; column 9, lines 62-67; column 10, lines 1-33; fig. 6; and abstract]. 
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Regarding claim 39, the combination of Leonard-Martin discloses a method according 
to claim 36, wherein storing the rich media file includes storing the rich media file on a 
server different from the one storing the link [see Martin; column 9, lines 62-67; column 
10, lines 1-33; fig. 6; and abstract]. 

Regarding claim 40, the combination of Leonard-Martin discloses a method according 
to claim 36, wherein storing the rich media file includes retaining an earlier version of 
the rich media file on the server [see Martin; column 9, lines 62-67; column 10, lines 1- 
33; fig. 6; abstract and fig. 3]. 

Regarding claim 41, the combination of Leonard-Martin discloses a computer-readable 
medium containing a program to retrieving a lich media file, the program being 
executable on a computer system to implement the method of claim 26 [see Leonard; 
column 13, lines 32-55; column 12, lines 51-67]. 

Regarding claim 42, The combination Leonard-Martin discloses a memory for storing a 
platform-independent rich media file including a data structure stored in said memory, 
comprising: 

information for the rich media file (see Leonard; column 18, lines 51-67; column 19, 
lines 1-15); 

a unique identification for the rich media file (see Leonard; column 10, lines 56-67); 
a version number for the rich media tile (see Leonard; column 13, lines 32-55; column 
12, lines 51-67); and 



Application/Control Number: Page 16 

09/772,541 

Art Unit: 2143 

at least one viewing option for the rich media file (see Leonard; column 9, lines 23-30; 
column 14, lines 40-67); and 

a client identification for a client creating the rich media file (see Leonard; column 20, 
lines 50-61; column 10, lines 56-67). 

Regarding claim 44, The combination Leonard-Martin discloses a memory according to 
claim 42, wherein the data structure further includes expiration features (see Leonard; 
column 16, lines 12-26; column 17, lines 32-56). 

Regarding claim 46, The combination Leonard-Martin discloses a memory for storing a 
database of rich media files including a data structure stored in said memory, 
comprising: 

a rich media file (see Leonard; column 18, lines 51-67; column 19, lines 1-15); 

a profile of a user who downloaded the lich media file (see Leonard; column 12, lines 

50-67); 

a client who generated the rich media file (see Leonard; column 14, lines 1-67); and 
a log storing a transaction in the data structure (see Leonard; column 12, lines 50-67). 
Regarding claim 47, The combination Leonard-Martin discloses a memory according to 
claim 46, the data structure further including a mapping from the rich media file to the 
client (see Leonard; column 14, lines 40-67). 

Regarding claim 48, the combination of Leonard-Martin discloses a memory according 
to claim 46, the data structure further including an auto-notification for the user when the 
rich media file is updated [see Martin; column 9, lines 62-67; column 10, lines 1-67; fig. 
6; and abstract]. 
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Regarding claim 51, the combination of Leonard-Martin discloses a rich media file 
according to claim 13, wherein the information further includes text. 



Regarding claim 52, the combination of Leonard-Martin discloses a rich media file 
stored in a machine-readable medium, comprising: a client identifier to identify a creator 
of the rich media file; a unique identifier to identify the rich media file; a version number 
identifying a version of the rich media file (see Leonard; fig. 7, col. 15, lines 4-20; col. 8, 
lines 16-34); 

a print module to enable printing of the rich media file if included by the creator of the 
rich media file and to disable printing if excluded by the creator (see Leonard; col. 14, 
lines 9-55); 

a first dialogue box structured to appear responsive to viewing limits of the rich media 
file, the first dialogue box to communicate to a user an invitation to access another rich 
media file (see Leonard; sample fig. 4; col. 15, lines 30-60); 

a second dialogue box structured to appear responsive to an update offer, the second 
dialogue box for prompting the user of the rich media file to check for a newer version of 
the rich media file (see Leonard; sample fig. 5; lines 30-60); 

a requester structured to retrieve the newer version of the rich media file responsive to 
an action by the user according to the update offer (see Leonard; col. 15, lines 4-20; col. 
8, lines 16-34); 

information to be displayed on a computer system, the information including text, at 
least one still image, and structured to include at least one of an animated image, a link 
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to a web page, and an email link (see Leonard; col. 12, lines 18-67); and 
a viewer built-in to the rich media file to display the information on the computer system, 
wherein the client identifier, the unique identifier, the version number, the print module, 
the viewing limits, the update offer, the requester, the information to be displayed, and 
the built-in viewer comprise a single file (see Leonard; sample fig. 4-6; col. 14, lines 9- 
55; col. 15, lines 30-60). 

Allowed claim 

4. Claim 52 has been allowed. 

Conclusion 

5. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant 
is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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09/772,541 
Art Unit: 2143 

Any inquiry concerning this communication or earlier communications from 
examiner should be directed to Jude Jean-Gilles whose telephone number is (571) 272- 
3914. The examiner can normally be reached on Monday-Thursday and edryAthej^ 



If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wiley, can be reached on (571) 272-1915. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-3201. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (571) 272- 
0800. 

Jude Jean-Gilles 
Patent Examiner 
Art Unit 2143 



Friday from 8:00 AM to 5:30 PM. 




JJG 
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